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REMARKS 

The last Office Action of December 13, 2005 has been carefully considered. 
Reconsideration of the instant application in view of the foregoing amendments 
and the following remarks is respectfully requested. 

Claims 1-44 are pending in the application. Claim 1 has been amended. No 
claims have been canceled or added. Amendments to the specification have been 
made. No fee is due. 

It is noted that claims 1-44 are rejected under 35 U.S.C. §112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim 
the subject matter which applicant regards as the invention. Claims 1-44 are also 
rejected under 35 U.S.C. §112, first paragraph, for failing to provide an adequate 
written description of the invention and for failing to provide an enabling disclosure. 

REJECTION OF CLAIMS 1-44 UNDER 35 U.S.C. §112, SECOND PARAGRAPH 

Applicant has amended claim 1 to address the §112 rejection. These 
changes are self-explanatory and cosmetic in nature and should not be considered 
as a narrowing amendment to trigger prosecution history estoppel. 

More specifically, the confusion with respect to the particulars regarding the 
thermal expansion coefficient is based on a typographic error as the multiplication 
sign has inadvertently shifted downwards. It is however generally known to the 
artisan that the unit for the coefficient of thermal expansion is "10 6 K" 1 ". Reference 
is made, for example, to col. 5 and 6 of U.S. Pat. No. 6,186,768, cited by the 
Examiner. 

The term "conductivity" has been clarified in claim 1 by adding -thermal- . 
Support therefore can be found throughout the instant specification, see paragraph 
[0019], line 5, or the reference to "heat conductivity" in paragraphs [0016] to 
[0019]. 

The term "volume mass is a definite term in the art and is equivalent to the 
term "density". Reference is made, for example, to McGraw-Hill Dictionary of 
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Scientific and Technical Terms, fifth ed., 1994, page 541 (copy enclosed), where 
the term "density" is defined as "[T\he mass of a given substance per unit 
volume.". Claim 1 has been amended however by replacing "volume mass" with 
--density-. 

The specification has been amended to make it consistent with the changes 
to claim 1 . 

It is applicant's contention that the examiner should have easily been in a 
position to understand the meaning of these terms and to ascertain the concerned 
inventive feature as contemplated by the inventor. 

Withdrawal of the rejection of the claims 1-44 under 35 U.S.C. §112, 
second paragraph is thus respectfully requested. 

REJECTION OF CLAIMS 1-44 UNDER 35 U.S.C. §112, FIRST PARAGRAPH 

The rejection under 35 U.S.C. 112, 1 st para, is respectfully traversed. 

The present invention is directed to a heat dissipating structure which is 
comprised of a composite having particular characteristics as far as thermal 
expansion coefficient, volume mass (density), and thermal conductivity are 
concerned, and a surface layer which is applied onto the composite. A composite 
is made of a matrix component and a reinforcement component. Depending on the 
type of matrix component, these composites are referred to as "metal matrix 
composite", or "polymer matrix composite" or resin matrix component". Their 
structure is generally known to the artisan. Examples include U.S. Pat. Nos. 
6,186,768, 5,492,719, or 5,766,534. Reference is made, e.g., to col. 1, lines 7-17, 
of U.S. Pat. No., 6,186,768, where the structure of a basic metal matrix composite 
is described. 

A novel and inventive feature of the heat dissipating structure according to 
the present invention resides in the combination of a matrix composite and an 
additional metallic surface layer. Reference is made to paragraph [0010] of the 
instant specification. 
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It is well established that the specification is not required to teach every 
detail of the invention or to be a production specification. It is only necessary to 
draft the specification in such a manner that a person skilled in the art is able to 
make and use the invention, without requiring an inordinate amount of 
experimentation. In this connection, reference is made to the decision In re 
Geerdes . 180 USPQ 789 (CCPA, 1974) which discussed the question of "undue 
experimentation". In Geerdes, the invention involved was a method of producing 
expanded or foamed polymer compositions without using standard blowing 
agents. The method milled particles of a polymer together with submicron particles 
of an additive material having advantageous properties. The Examiner rejected, 
and the Board affirmed a rejection of the claims and the specification under 
Section 112, first paragraph, i.a. that the invention was not enabling because 
experimentation would be required to determine proportions and particle sizes. On 
appeal, the CCPA reversed. As pointed out by the Court, the fact that some 
experimentation may be required is not determinative of the enablement 
requirement under Section 112, first paragraph. Thus, Geerdes instructs that a 
patent application is enabled even if some experimentation is required to make 
and use the invention. 

In the case at hand, a person skilled in the art knowing the individual 
ingredients for the heat dissipating structure, namely a) a matrix component of 
metal, polymer or resin, b) a reinforcement component which contains microfibers 
and nanofibers, and c) a surface layer with metallic character, would be able to 
make and use the invention, even though the specification lacks a specific and 
complete working example. Section 112, first paragraph does not require or 
mandate that a specific example be disclosed so long the specification is disclosed 
in such manner as to enable a person skilled in the art to practice the invention 
without undue experimentation. In re Borkowski. 164 USPQ at 645. 

The examples provided in the instant specification on pages 12-14 are 
illustrative for the type of fibers used in the reinforcement component. A person 
skilled in the art is well aware as to the procedure to make a matrix composite, as 
noted above. ("This court has often observed that minutiae of descriptions or 
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procedures perfectly obvious to one of ordinary skill and yet unfamiliar to laymen 
need not be set forth,". In re Eltgroth, 419 F.2d 918, 921, 164 USPQ 221, 223 
(CCPA 1970)). 

It is applicant's belief that the instant specification satisfies the requirement 
under section 112, first paragraph, and the examiner should have easily been in a 
position to ascertain the concerned inventive feature as contemplated by the 
inventor. 

Withdrawal of the rejection of the claims 1-44 under 35 U.S.C. §112, first 
paragraph is thus respectfully requested. 

CITED REFERENCES 

Applicant has also carefully scrutinized the cited prior art and finds it without 
any relevance to the pending claims. It is thus felt that no specific discussion 
thereof is necessary. 

PRIORITY 

On page 1 of the Office Action, the Examiner failed to acknowledge the 
receipt of the certified copy of the priority document. Please note that the priority 
document has been filed together with applicant's original transmittal letter of 
November 12, 2003. Acknowledgement of receipt of the certified copy is 
respectfully requested. Should the Examiner be unable to locate any indication 
that the certified copy of the priority document was filed, the Examiner is requested 
to advise, and applicant will submit a replacement copy, if necessary. 

CONCLUSION 

In view of the above presented remarks and amendments, it is respectfully 
submitted that all claims on file should be considered patentably differentiated over 
the art and should be allowed. 
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Reconsideration and allowance of the present application are respectfully 
requested. 

Should the Examiner consider necessary or desirable any formal changes 
anywhere in the specification, claims and/or drawing, then it is respectfully 
requested that such changes be made by Examiner's Amendment, if the Examiner 
feels this would facilitate passage of the case to issuance. If the Examiner feels 
that it might be helpful in advancing this case by calling the undersigned, applicant 
would greatly appreciate such a telephone interview. 



Respectfully submitted 



will Hi 

By: H/MJJ^ 
Henry M. Feiereisen 
Agent For Applicant 
Relg. No: 31,084 

Date: March 8, 2006 
350 Fifth Avenue 
Suite 4714 

New York, N.Y. 10118 

(212)244-5500 

HMF:af 
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denim 



density specif ic impulse 



by its length, equal to 1 gram for 9000 meters of fiber. { 'den- 
yar } 

denim [text] A sturdy twill-weave cotton fabric having a 
solid-colored warp and a white filling. { 'den-am } 

Denlson sampler [eng] A soil sampler consisting of a central 
nonrotating barrel which is forced into the soil as friction is 
removed by a rotating external barrel; the bottom can be closed 

■to. retain the sample during withdrawal. { 'den-a-san ,sam- 

:pter] 

Denlsyuk hologram [optics] A type of hologram that can 
be viewed in ordinary white light through use of the depth 
'dimension of the emulsion. { 'den-a-syuk 'hai-a.gram } 
denization [chem] Removal of nitrates or nitrogen; Also 
known as denitrification. { de.nf tra-shan } 
denltri|lcatlon [chem] See denitration. [microbio] The 
reduction of nitrate or nitrite to gaseous products such as nitro- 
gen, 1 riitrous oxide, and nitric oxide; brought about by denitri- 
■'• ifying bacteria. { de.nrtra-fa'ka-shan } 

denitrifying bacteria [microbio] Bacteria that reduce ni- 
: .(rates to nitrites or nitrogen gas; most are found in soil. { de'm- 
.. : ^jfirirj bak'tire-a ) 

i ^P^rpfl^nate [physio] To remove nitrogen from the body 
j;, ^ breathing nitrogen-free gas. { de'nl-tra-ja.nat } 
denominator [math] In a fraction, the term that divides the 
oAer tenh (called the numerator), and is written below the line 
•• t)l •i^da'nam'-a.nad-ar J • y 

? PlNo™ cell [chem eng] Mercury^cathode cell used for pro- 
. r >duction; of chlorine and caustic soda by electrolysis of sodium 
: . Chloride brine. 1 da'nor-a sell 



; scWpride brine. { ds'ndro ,sel } 

^i^^t^PHics] Very opaque because of a concentration 
* l : '^'pertaining to a negative or transparency that has 



£ Pyerdeveloped or overexposed. { dens ) 

t^, lr r ? frigeratlon c y c,e See revers e Brayton cycle. 
/ ; ^ens : !erh,frij-3'rfi.sh3n .sPkal J 

i^^l^em See cold-air machine. { Jdens 'er .sis-tam } 
lte^^ ode [computsci] A code in which all pos- 
|«^^of the binary pattern are used. { 'dens [bluaie 

i^^tmectlvetlssue [histol] A fibrous connective tis- 
^^rta,abundance of enlarged collagenous fibers which 
Wg^lh. cells and ground substance. .( ;dens 

^gtjlar^wnponent [cytol] a component of the 
W lacks and stains more intensely than 

ll^^qonvonems. , ; d ens ifi-bro-br ksmlpon-ont } 
SMo^ fMA ™) A set every point of which is an 
gglgn pomt; a set without any isolated points. ( 'dens 

Si#f^Tfi] A list in which all the cells contain 
^»efik. Cdensllist) 

wBMBSF*L [MW ENG] A device m which a 

teSSr 8 ?" 1 , 1 ? Water ' causi " 8 heavidr "«s t0 si* 
r£ fl0a • ' ;dens ***** 'sep-o,rad-or ) 

A subset of a topological space whose 
^iK,Hv^? enure .space. { Jdens 'sab.set I 



;JW .. f M^ n ^' ; space. , MUi5Cl , 

i ^^ffiltii^i? ,C ^ aSe me densit y of a material suc « '*> 
*W&®fo-h fl ll^^^tapregnating it with another 



vi^ ] n f^ n , inst ^ ment which measures the density 
WffiZ a U 1 uld < *<*. or solid., Also known as 



gage; density indicator, gravitometer. 

ftfiSLV? mstrument *W<* measures opti- 
om4uS* C m,e " si 'y of transmitted orreflected 
s |:^ Ph0t0gra P hicdensit y- ^densimeter. 

ifeST 04 * ° f texture or consisten oy- 
>f;fc o g se< l uen oe of integers, the greatest 

of a » r ™ ? T0) 10 or less *■» 
l|g° a &ven substance per unit volume. 

#»B? 0 ? ° pac,ty ^luoent material. 2. 
^S± PaC,ty - - frHYS] Th e total amount 
W^f' f of space. { 'den- sod-e ) 
Wanlffi . Calibra ted airspeed corrected 
H go true au temperature. ( 'den-sad-g 

The altitude, in the standard 



atmosphere, at which a given density occurs. ( 'den-ssd-e 'al- 
t9,tud J 

density bombing [ord] Dropping a given tonnage of bombs 
onto an area in order to make certain of striking particular tar- 
gets, { 'den-sad-e ,barn-irj } 

density bottle See specific gravity bottle. { 'den-sad-e ,bad-3l } 
density channel [meteorol] A channel used to investigate 
a density current; for example, in experiments relating to the 
behavior of cold masses of air in the atmosphere and related 
frontal structures. { 'den-sod-e .chan-al } 
denslrycorrectlon [aeroeng] A correction made necessary 
because the airspeed indicator is calibrated only for standard air 
pressure; it is applied to equivalent airspeed to obtain true air- 
speed, or to calibrated airspeed to obtain density airspeed. 
IengJ 1 . The part of the temperature correction of a mercury 
barometer which is necessitated by the variation of the density 
of mercury with temperature. 2. The correction, applied to the 
indications of a pressure-tube anemometer or pressure-plate an- 
emometer, which is necessitated by the variation of air density 
with temperature. { 'den-sad-e ka'rek-shsn } 
density current [meteorol] Intrusion of a dense air mass 
beneath a lighter air mass; the usage applies to cold fronts 
[oceanogr] See turbidity current. { 'den-ssd-e .karsnt } ' 
density-dependent factor [ecol] A factor that affects the 
birth rate or mortality rate of a population in ways varying with 
the population density. { tfen-sad-e" .dijpen-dant .fak-tar ) 
densltyeffect [nucleo] The reduction in the stopping power 
of dense materials for relativistic particles that is caused by the 
reduction of the effective electric field of the particles by the 
polarization of adjacent atoms. { 'den-sad-e i fekt } 
density error [aeroeng] The error in the indications of a 
dirrerential-pressiire-type airspeed indicator due to nonstandard 
atmospheric density. { 'den-sad-e ,erar } 
density function [math] A density function for a measure 
m is a function which gives rise to m when it is integrated with 
respect to some other specified measure, [stat] See proba- 
bility density function. { 'den-sod-e .fsrjk-shon } 
density gage See densimeter. { 'den-sad-e ,gaj } 
density gradient centrif ugatlon [anal y chem] Separation 
of particles according to density by employing a gradient of 
varying densities; at equilibrium each particle settles in the gra- 
dient at a point equal to its density. { 'den-sad-e .'grad-e-ant 
sen.trif-a'ga-shan ] 

density-Independent factor [ecol] A factor that affects the 
birth rate or mortality rate of a population in ways that are 
^dependent of the population density. { [den-ssd-e .in-dslpen- 
dant ,fak*t9r } ^ 
density Indicator See densimeter. { 'den-sad-e .in-dd.kad-ar } 
density log [petroeng] Radioactivity logging of reservoir 
structure densities down an oil-well bore by emission and de- 
tection of gamma rays. { 'den-sad-e ,lag J 
density matrix [quant mech] A matrix Pm/I describing ah 
ensemble of quantum-mechanical systems in a representation 
based on an orthonormal set of functions <f> rt ; for any operator 
G with representation G^, the ensemble average of the expec- 
tation value of G is the trace of pG. { 'den-sad-e 'ma-triks ) 
density modulation [electr] Modulation of an electron 
beam by making the density of the electrons in the beam vary 
with time. { 'den-sad-e ,majVIa-shan } 
density of states [solid state] A function of energy E equal 
to the number of quantum states in the energy range between E 
and E + dE divided by the product of dE and the volume of the 
substance. { 'den-sad-e 3v 'stats } 

density packing [computsci] In computers, the number of 
binary digit magnetic pulses stored on tape or drum per linear 
jnch on a smgle track by a single head. { 'den-ssd-e lP ak-irj } 
density ratio [meteorol] The ratio of the density of the air 
at a given altitude to the air density at the same altitude in a 
standard atmosphere. { 'den-sad-e ,ra-sho } 
density rule [eng] A grading system for lumber based on the 
width of annual rings. { 'den-sad-e ,rul } 
density scale [graphics] A value' for the range density for a 
photographic material that corresponds to the difference be- 
tween the maximum density and the minimum, density. Also 
known as net density. { 'den-sad-e" ,skal ] ,v 
density specific impulse [aero eng] The product : of the 
specific impulse of a propellant combination and; the average 
specific gravity of the propellants. :{ /den-s9d^^sp9,sifTk 
'im.pols } ' ' f .:' 
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